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DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U S. C. § 134
fromthe examner’s rejection of clainms 1-14, which constitute
all the clains in the application.

The di scl osed invention pertains to a nmethod and
apparatus for applying a predeterm ned proof |load to a cable
under test and measuring a resultant cabl e |ength.

Representative claim1l is reproduced as foll ows:

1. Apparatus for applying a predeterm ned proof load to
a cab!e_under test and nmeasuring the resultant cable | ength
conpri si ng:

means for fixing one end of the cable at a
pr edet er mi ned position;

means for attaching the free end of the cable to an
actuator controlled fixture;

means for positioning said actuator controlled
fixture at a hone position, which hone position is a
predet erm ned di stance, L,;,, fromsaid fixed position;

| oad sensor neans for sensing the |oading on the
cabl e;

controll er neans for:
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a) controllably actuating said actuator to apply a
predeterm ned | oading to said cable;

b) determ ning a distance, L, of said actuator
controlled fixture fromsaid home position; and

c) summ ng said distances L, and L, to thereby
calculate the resultant cable length L
The exam ner relies on the follow ng reference:

Boni ne 4,562, 743 Jan. 7, 1986.

Clains 1-14 stand rejected under 35 U.S.C. § 103. As
evi dence of obvi ousness the exam ner offers Boni ne taken
al one.

Rat her than repeat the argunents of appellants or the
exam ner, we nake reference to the brief and the answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejection advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the rejection. W have, |ikew se, reviewed and taken into
consi deration, in reaching our decision, the appellants’
argunents set forth in the brief along with the examner’s
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rationale in support of the rejection and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record
before us, that the evidence relied upon and the | evel of
skill in the particular art would not have suggested to one of
ordi nary skil
in the art the obviousness of the invention as set forth in
clainms 1-14. Accordingly, we reverse.

In rejecting clains under 35 U . S.C. § 103, it is

i ncunbent upon the exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine,
837 F.2d 1071, 1073, 5 USP@@d 1596, 1598 (Fed. Cir. 1988). In
so doing, the examner is expected to make the factual

deternm nations set forth in G ahamv. John Deere Co., 383 U. S.

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to conbine prior art references
to arrive at the clainmed invention. Such reason nust stem
fromsone teaching, suggestion or inplication in the prior art
as a whol e or know edge generally available to one having

ordinary skill in the art. Uniroyal, Inc. v. Rudkin-WIley
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Corp., 837 F.2d 1044, 1051, 5 USP2d 1434, 1438 (Fed. Cir.),

cert. denied, 488 U S. 825 (1988); Ashland G 1, Inc. v. Delta

Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657

664 (Fed. Gir. 1985), cert. denied, 475 U.S. 1017 (1986); ACS

Hosp. Sys.. Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. G r. 1984). These show ngs by the
exam ner are an essential part of conplying with the burden of

presenting a prima facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQR2d 1443, 1444 (Fed. G
1992). If that burden is net, the burden then shifts to the

applicants to overcone the prinma facie case with argunment

and/ or evidence. Obviousness is then determ ned on the basis
of the evidence as a whole and the rel ative persuasi veness of

the argunents. See 1d.; In re Hedges, 783 F.2d 1038, 1039,

228 USPQ 685, 686 (Fed. Cir. 1986); In re Piasecki, 745 F.2d

1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984); and ln re

Ri nehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976).
Only those argunents actually nmade by appel |l ants have been
considered in this decision. Argunents which appellants could
have made but chose not to nmake in the brief have not been
consi dered [see 37 CFR § 1.192(a)].
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Wth respect to independent clains 1 and 8, the
exam ner cites Bonine as teaching a device for neasuring cable
el ongation or relaxation as a result of forces acting on the
cable. The exam ner acknow edges, however, that Bonine fails
to teach any nethod for determning lengths L1 and L2 [fi nal
rejection]. The exam ner al so acknow edges that Boni ne does
not di sclose various specific structural details of the clains
as argued by appellants in the brief [answer, pages 4-5].

Wth respect to each of the acknow edged differences between
the invention of clains 1 and 8

and the teachings of Bonine, the exam ner finds that each of
t hese differences woul d have been obvious to the skilled
artisan [id.].

Appel l ants point to each of the structural differences
between clains 1 and 8 and the teachings of Bonine and argue
that the exam ner has sinply dism ssed all the differences
bet ween the clained invention and the teachings of the prior
art as obvious within the nmeaning of 35 U S.C. § 103 w t hout
any teaching or suggestion within the applied references
[ brief, pages 7-9].

Appel l ants argue that the examner’s rejection is sinply not
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supported by the teachings or suggestions of Bonine.

W essentially agree with appellants’ positions as set
forth in the brief. Although the examner’s rejection
attenpts to find rationales for nodifying the applied prior
art, these rationales are all based on achieving appellants’

i nvention rather than on a suggestion conmng fromthe prior
art. The nere fact that the prior art may be nodified in the
manner suggested by the exam ner does not nake the
nodi fi cation obvious unless the prior art suggested the

desirability of the nodification. 1n re Fritch, 972 F. 2d

1260, 1266, 23 USPQ@d 1780, 1783-84 (Fed. Cir. 1992); In re
Gordon, 733 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed. Cr
1984). We agree with appellants that the only suggestion on
this record for nodifying the device of Bonine in the manner
proposed by the exam ner conmes from appel l ants’ own
speci fication.

Since the applied prior art and the exam ner’s

anal ysis do not establish a prima facie case of the

obvi ousness of the clained invention, we do not sustain the
exam ner’s rejection of independent clains 1 and 8 based on

Boni ne taken al one. Since
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the remaining clains all depend fromclaim1l or claim8, we

al so do not sustain the rejection of clains 2-7 and 9-14.

Therefore, the decision of the exam ner rejecting clains 1-14

is reversed.

REVERSED

Jerry Smth
Adm ni strative Patent Judge

M chael R Flem ng
Adm ni strative Patent Judge

Lance Leonard Barry
Adm ni strative Patent Judge
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